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DETAILED ACTION 
Response to Amendment 

Amendment filed 12/4/06 forms the basis for this office action. In said 
Amendment Applicant substantially amended claims 1-8. Claims 9-20 are cancelled. 
Comments on Remarks are included below under "Response to Arguments". 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the first and second 
switched terminals should be explicitly shown in Figure 3 (Figure for the elected 
Species), together and distinct from first and second inputs as claimed (claim 1) or the 
features canceled from the claims. No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-8 are rejected under 35 U.S.C, 112. second paragraphi as being 

indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

In particular, the claimed first and second inputs are indistinguishable yet 
distinctly. claimed from first and second " switched terminals ", yet are, based on 
specification with drawings, not distinct therefrom, because said inputs are "for 
controlling" and hence must having controls, hence switching capability. 

However, only one connection exists between the substrate and said switch. 

The present claim language thus renders the meanings of "input for controlling" 
and the implied switched terminal couplings to coincide at least in the case of the 
connection to the substrate. Parenthetically, the explanation of what is meant by 
"coupling" in the Specification does not remedy this apparent indefiniteness since no 
other material coupling appears to exist other than through electrical lines. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/712,523 Page 4 

Art Unit: 3663 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lai et al 

(6.791,146 B2) in view of Mergens et al (6,803,633). 
This rejection is provided to the best of examiner's understanding despite the noted 
indefiniteness on what is comprised in the notion "switched terminal", particularly 
assuming any input line to a switch to have a "switched terminal". 

Lai et al teach a switch capable of regulating electric potential in a substrate of 
integrated circuit, comprising: 

a first input 372 (col. 4, 1. 29) coupled to an N-well (input to switch 370 from 318, 
318 being a portion of N-well 312 as it has the same conductivity type as said N-well) 
(col. 4, I. 5-50); 

a second input coupled to a substrate bias supply line 374 (col. 5, 1. 9); 

a first switched terminal coupled to control circuit 380 (col. 5, 1. 2); 

a second switched terminal of said switch coupled to said substrate bias supply 
line, within said switch so as to switch to or from input 374 (see assumption by 
examiner); and 

an output terminal (of 372) coupled to a P-type substrate through portion 320 
thereof (320 and 300 having first type conductivity, which is P-type conductivity (col. 4, 1. 
5-20)). 

Lai et al do not necessarily teach the limitation that said first switched terminal is 
coupled to ground . However, it would have been obvious to include this limitation in 
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view of Mergens et al, teaching control circuit to be used in electrostatic discharge 
protection (title, abstract (hence analogous art) to couple between supply line and 
ground (abstract and claims 8, 13, 15 and 16). Implementation of this coupling capability 
of the control circuit provides coupling to ground through the control circuit. Motivation at 
least derives from the advantage that the system can be switched off in a harmless and 
cost efficient voltage setting. 

On claim 2: because said bias voltage line is separate from the connection to the 
control circuit the claim limitation is met. ' 

On claim 3: said switch is operable to electrically couple to said P-type substrate 
because of the substrate bias supply line 372. By definition, a substrate bias voltage is 
present on said substrate bias supply line. 

On claim 4: the switch further comprises a third control input for controlling said 
switch coupled to a second N-well bias supply line 350 (col. 4, 1. 28). 

On claim 5: said switch is operable to electrically couple said P-type substrate to 
said ground because of the existence of supply line 372. By definition, a substrate bias 
voltage is present on said substrate bias supply line. 

Furthermore, In reference to the claim Janguage referring to "is operable to 
electrically couple", intended use and other types of functional language must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
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compared to the prior art. In re Casey, 152 USPQ 235 (CCPA 1967); In re Otto , 136 
USPQ 458, 459 (CCPA 1963).- 

On claim 6: said switch is operable to electrically couple said P-type substrate to 
said substrate bias supply line because the electrical coupling between said P-type 
substrate and said bias supply line is an inherent functional aspect of said substrate 
bias supply line. By definition, a substrate bias voltage is present on said substrate bias 
supply line. 

Furthermore, In reference to the claim language referring to "is operable to 
electrically couple", intended use and other types of functional language must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. In re Casey.152 USPQ 235 (CCPA 1967); In re Otto . 136 
USPQ 458, 459 (CCPA 1963). 

On claim 7: said switch is operable to electrically couple said P-type substrate to 
said substrate bias supply line because the electrical coupling between said P-type 
substrate and said bias supply line is an inherent functional aspect of said substrate 
bias supply line. Because 374 and 372 are independent connections to switch 370 this 
does not depend on whether the bias voltage on said N-well bias line is the value of 
ground, i.e., zero, or non-zero. 
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Furthermore, In reference to the claim language referring to "is operable to 
electrically couple", intended use and other types of functional language must result in a 
structural difference between the claimed invention and the prior art. in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. In re Casey. 152 USPQ 235 (CCPA 1967); In re Otto , 136 
USPQ 458. 459 (CCPA 1 963). 

On claim 8: Because said switch 370 is connected, in the combined invention, to 
control circuit that can switch to ground (see claim 1), said switch is operable to 
electrically couple said P-type substrate to said ground. By definition, a substrate bias 
voltage is present on said substrate bias supply line. Because N-well bias supply line 
374 is independent of substrate bias supply line this capability does not depend on the 
specific value of the voltage on the N-well bias line. 

Furthermore, In reference to the claim language referring to "is operable to 
electrically couple", intended use and other types of functional language must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. In re Casey, 152 USPQ 235 (CCPA 1967); In re Otto , 136 
USPQ 458, 459 (CCPA 1963). 
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Response to Arguments 

Applicant's arguments filed 12/04/06 have been fully considered but they are not 
persuasive. In particular, the claim language appears to identify the first and second 
inputs and first and second switched terminals to at least partly coincide as explained 
under 35 USC 112, second paragraph. 

Furthermore, although the amendment overcomes the rejections previously provided 
new art is cited based on the substantially amended claim language at theb eartiest time 
possible. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§•706. 07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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272-1919. The examiner can normally be reached on 8:00 - 18:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack W. Keith can be reached on 571-272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



examiner should be directed to Johannes P. Mondt whose telephone number is 571- 



JPM 

March 5, 2007 



Primary Examiner: 




lanneTMondt (TC3600, AU: 3663) 



